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Bef ore McCandlish, Senior Adm nistrative Patent Judge, Meister
and STAAB, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision in an appeal fromthe final rejection of

clains 18-25 and 28-36, all the clainms in the application.?

1 Application for patent filed Novenber 17, 1993.
According to appellant, the application is a continuation of
Application 07/861, 225, filed March 31, 1992, now abandoned.

2 Al though the record indicates that the anendnent filed
concurrently wwth appellant’s main brief (Paper No. 30) has been
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Subsequent to the final rejection, the exam ner has reconsidered
his position and withdrawn the rejections of clains 21-24 (answer
(Paper No. 31), page 5), clainms 31, 33 and 34 (answer, page 6),
and clainms 20 and 28 (suppl enental answer, page 1).°3
Accordingly, only the rejections of clainms 18, 19, 25, 29, 30,
32, 35 and 36 remain before us for review

Appel lant’ s invention pertains to an apparatus for (clains
18, 19 and 35) and a nethod of (clains 25, 29, 30, 32 and 36)
produci ng, froma substantially continuous web of paper, a paper
product conprising a plurality of sequentially folded strips of
paper. An understanding of the invention can be derived froma
readi ng of exenplary apparatus claim 18 and exenpl ary net hod
claim 25, copies of which appear in the appendix to appellant’s
mai n brief.

In rejecting the clains under 35 U . S.C. § 103, the exam ner

relied upon the references |isted bel ow

entered (see the suppl enental exam ner’s answer (Paper No. 34)),

t hi s anendnent has not yet been clerically entered. This manner
shoul d be corrected upon return of the present application to the
exam ner.

3 Although not expressly stated, it is presuned that these
clains are now considered by the exam ner to be directed to
al l owabl e subject matter in that they are no | onger subject to
any grounds of rejection.
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Par ker 5,088,972 Feb. 18, 1992

Par ker 5,173, 352 Dec. 22, 1992
(filed Jun. 14, 1990)

Pol | ux Trust 666, 225 Feb. 6, 1952
(Sw ss Patent)

Clains 18, 19, 25, 29, 30 and 32 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Parker ‘352 in view of
Pol [ ux Trust.

Clains 18, 19, 25, 29, 30, 32, 35 and 36 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentable over Parker 972 in
vi ew of Pol |l ux Trust.

The Parker references represent appellant’s prior art
junping off point. Each of the Parker references discloses an
apparatus and net hod wherein sequentially folded strips of paper
are produced froma substantially continuous web of paper by
restricting the forward advancenent of a plurality of strips of
paper in such a manner that the natural resilience of the paper
produces substantially uniform adjacent opposite folds. The
exam ner concedes that neither of the Parker references discloses
“a noi steni ng device which noistens the withdrawn section of
paper thereby form ng a noi stened section of paper,” as called
for in independent apparatus claim 18, or the step of “npistening

the wi thdrawn section of paper to forma noistened section of
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paper,” as called for in independent nethod clai m 25.

Pol | ux Trust pertains to an apparatus for producing an
article conposed of superinposed |ayers of snoboth and enbossed
paper bonded together to forma |am nated cushion pad. 1In the
apparatus of Pollux Trust, paper rolls 2 and 4 supply stock paper
to noi stening devices 8 and 10 where the paper webs 5 and 7 are
noi stened. The webs 5 and 7 then pass through enbossing
mechani sms 13 and 14 where they are enbossed with a pattern.

Si nul t aneousl y, paper roll 3 supplies stock paper to a gumm ng
mechani sm 16 where the paper web 6 is gunmed on both sides. The
webs 5-7 are brought together at the location of roller 17. This
three | ayer construction is then fed into stanpi ng machi ne 20
along with webs 21 and 22, the latter webs being gunmed on their
inwardly facing sides by gumm ng nmechani sns 16! and 162 prior to
entry into the stanping machine. The five |layer construction
that energes fromthe stanmping machine is cut into finished
cushi on pads 27! by cutters 25 and 26.

In rejecting the appeal ed clains, the exam ner has taken the
position that it would have been obvious to one of ordinary skil
inthe art to noisten the withdrawn strips in either of the
Par ker references “because it enables nore rapid working of the

paper and hel ps durably set the formto be inparted as taught by

-4-



Appeal No. 95-4375
Appl i cation 08/ 153, 491

Pol lux Trust” (final rejection, page 2). Wile acknow edgi ng
that Pol |l ux Trust does not disclose that a noistening step woul d
be beneficial in a nmethod like that of the Parker references, the
exam ner contends that

this point has no bearing on the application or the
reasons why one of ordinary skill in the art would be
noti vated by the conbination or Pollux and Parker to
apply nmoisture to a sheet of paper. Pollux does

di scl ose that applying noisture to a paper sheet would
be hel pful in the deformati on of a paper sheet. Thus,
t he conbi nati on of Parker and Pollux would notivate one
of ordinary skill in the art to apply noisture to a
sheet of paper “in order to nmake the subsequent
enbossi ng durable and by this neans to obtain the
conditions for a rapid working.” (page 3, lines 64-67
of Pollux). Furthernore, Pollux is considered

anal ogous art in that it deals with the sane type of
probl em that the appellant’s invention addresses, i.e.,
increasing the workability of the paper in a paper
deform ng device and increasing the durability of the
fol ded/ enbossed area . . . . [answer, pages 4-5]

Wil e we appreciate the examner’s position, we do not agree

that it would have been obvious, in view of Pollux Trust, to

nmodi fy either of the Parker references in the manner proposed.

I n essence, we consider that the subject matter of Pollux Trust
is too far-renmoved fromthat of the Parker references to have
suggested nodifying the latter in the manner proposed by the
exam ner. Al though both the Parker references and Pol | ux Trust
broadly deal with deform ng paper material, the Pollux Trust

apparatus utilizes positive formng devices (i.e., enbossing nold
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or die mechanisnms 13, 14) having surfaces corresponding to the
i nt ended shape of the final product to inpart a shape to the
paper webs 5 and 7. A device of this sort is sinply not present
in the Parker references, where, in contrast, the folding of the
paper strip is acconplished solely by restricting the forward
advancenment of the strips in the discharge chute. The exam ner
seem ngly ignores these differences in structure and operation
between the primary references and Pol | ux Trust which point away
fromtheir conbination by shifting to a higher |evel of
comonality, nanely, that the ultinmate goals of each are to
def orm paper. These broadly defined ultimte goals do not
justify the exam ner’s proposed nodification of the primry
references. In this regard, it is not at all clear that the
noi st eni ng devi ces of Pollux Trust, which are for the purpose of
“mak[ing] the subsequent enbossing durable” (Pollux Trust, page
3, line 65; enphasis added) would be of any benefit whatsoever in
t he paper form ng apparatus and nethod of the Parker references.
In our view, the only suggestion for conbining the disparate
t eachi ngs of the Parker references and Pollux Trust in the manner
proposed by the exam ner stens from hi ndsi ght knowl edge derived
fromappellant’s own disclosure. The use of such hindsight

knowl edge to support an obvi ousness rejection under 35 U.S. C
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8§ 103 is, of course, inpermssible. See, for exanple, W L. Core
and Associates, Inc. v. Grlock, Inc., 721 F.2d 1540, 1553, 220
USPQ 303, 312-13 (Fed. Cr. 1983). It follows that we cannot
sustain the exam ner’s rejection.

The decision of the exam ner is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

HARRI SON E. McCANDLI SH )
Adm ni strative Patent Judge )
)
)
JAMES M MEI STER ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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